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Applicants; Andrews, Boswell, and Ward 

Serial No-: 10/757,298 Group Art Unit: 1635 

Filed : January 14, 2004 Examiner: Tracy Ann Vivlemore 

Title: MODIFIED OLIGONUCLEOTIDES FOR USE IN GENE MODULATION 

Certificate of Facsimile Transmission 

I hereby certify that this paper is being facsim ile transmitted 
to the Patent and Trademark Office to facsimile number 
(703) 872-9306 on the date shown below. 

On B JULY 2005 
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Paul K. Legaard Reg. ^d. 38,534 

Mail Stop Amendment 
Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 

Dear Sir: 

RESPONSE TO THE RESTRICTION REQUIREMENT 

The present Response is filed in regard to the Restriction Requirement mailed June 28, 
2005 in connection with the above-identified patent application. 

The Examiner has mistakenly restricted claims 1-40 into sixteen (16) groups. 
Applicants elect Group I, containing claims 1-5, 8-12, and 38 with traverse. 

The Office Action asserts that Groups I-XIII are unrelated because the compounds 
claimed therewithin, which are oiigomeric compounds comprising a protected phosphate group, 
have "different chemical structures" and "different effects" such as "differing levels of nuclease 
resistance or differing chemical reactivities." That the compounds in each of the designated 
thirteen groups comprise "different chemical structures**, however, is of no consequence in a 
restriction requirement analysis. Indeed, if compounds having "different chemical structures" 
were to be taken into account in such an analysis, then only one compound per application would 
be mandated. Such a result, fortunately, is not provided within the MPEP. In addition, whether or 
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not a compound would have a different level of any particular activity compared to another 
compound also has no bearing in a restriction requirement analysis. The proper analysis is 
whether the compounds would have "different effects" not different levels of a particular effect. 
Indeed, it is quite possible that two compounds in the same Group may differ in the level of 
nuclease resistance (e.g, one compound in a particular group may have a half-life that is 2% 
longer th*m another compound in the same group). Thus, the reasons provided in the Office 
Action do not support restriction between Groups I-XIH 

Even if the Office Action still considers the thirteen groups of claims to be patentably 
distinct, §803 of the M.PJE.P. mandates two criteria for a proper requirement for restriction: 1) 
the inventions must be independent or distinct; and 2) there must be a serious burden on the 
examiner. Use of different "keywords" in searching does not constitute a "serious burden " 
Rather, for purposes of initial requirement, a serious burden on the examiner may be prima facie 
shown if the examiner shows by appropriate explanation either separate classification, separate 
status in the art, or a different field of search as defined in M.P.RP. §808.02. Significantly, the 
Examiner has not met the prima facie burden. Indeed, the Examiner has not shown separate 
status in the art or a requirement for a different field of search. Further, each of the thirteen 
groups of claims has, in fact, been classified into identical classes (class 536) and subclasses 
(subclass 24.5), thus, strongly indicating a lack of serious burden. Accordingly, claims 1-33 and 
38 should be examined together in the present application without restriction* 

If the Office Action persists in applying the present restriction, Applicants presume that 
any prior art that is found relating to one particular protected phosphate group, to the extent that 
such prior art exists, will not be used in an obviousness rejection against a compound having a 
different protected phosphate group. 
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Applicants submit that the present response is complete and complies with the 
requirements of 35 U.S.C. §121. In addition, Applicants submit that, at a minimum, claims 1-33 
and 38 must be considered in the present application without restriction. 



Date: 8 July 2005 

COZEN O'CONNOR 
1900 Market Street 
Philadelphia, PA 19103-3508 
Telephone: (215) 665-6914 
Facsimile: (215) 701-2141 



Respectfully submitted, 




Paul K. Legaard 

Registration No. 38,534 
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